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5) D Claim(s) is/are allowed. 
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DETAILED ACTION 
Notice to Applicant 

This communication is in response to the communication filed 12/15/2008. 
Pending claim(s): 1-10. 

Priority 

Acknowledgment is made of Applicant's claim for priority to application 
PCT/JP04/1 1302 filed 07/30/2004, Japanese application 2003-287564 filed 08/06/2003, 
and Japanese application 2004-220552 filed 07/28/2004. 

Information Disclosure Statement 

The information disclosure statement (IDS) submitted on 09/02/2005, 12/15/2008 
is entered and considered to the extent possible by Examiner. 

The information disclosure statement filed 09/02/2005 fails to comply with 37 
CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. 

In particular, Katsukawa (JP 2002/0919785), Kitagawa (reference 7), and 
Shimazu (reference 8) have not been provided. 

The information disclosure statement filed 09/02/2005 also fails to comply with 37 
CFR 1 .98(a)(3) because it does not include a concise explanation of the relevance, as it 
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is presently understood by the individual designated in 37 CFR 1 .56(c) most 
knowledgeable about the content of the information, of each patent listed that is not in 
the English language. It has been placed in the application file, but the information 
referred to therein has not been considered. 

In particular, all separately cited Japanese patent publications have not been 
considered because no English translation has been submitted, and Applicant did not 
provide a concise explanation of the relevance for each reference. 

The information disclosure statement filed 12/15/2008 fails to comply with 37 
CFR 1 .98(a)(3) because it does not include a concise explanation of the relevance, as it 
is presently understood by the individual designated in 37 CFR 1 .56(c) most 
knowledgeable about the content of the information, of each patent listed that is not in 
the English language. It has been placed in the application file, but the information 
referred to therein has not been considered. 

In particular, Chinese patent publication 1232218 has not been considered 
because no English translation has been submitted, and Applicant did not provide a 
concise explanation of the relevance for this reference. 

Claim Objections 

Claim 10 is objected to because of the following informalities: acronyms may 
render the claim indefinite. 



Appropriate correction is required. 
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Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claim(s) 1-10 is/are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

As per claim 1 , this claim recites a "relay server" comprising a plurality of 
"section" limitations. 

When read in light of the specification and the level of ordinary skill in the art, 
Examiner, in applying the broadest and most reasonable interpretation, interprets this 
claim to recite a system comprising software perse. 

Therefore, this claim is found to be directed towards nonstatutory subject matter. 

All claims dependent thereon, namely claims 2-7, 9, fail to remedy these 
deficiencies, and are therefore rejected for at least the same rationale above, and 
incorporated herein. 

As per claim 8, based on Supreme Court precedent and recent Federal Circuit 
decisions, the Office's guidance to examiners is that a § 101 process must (1) be tied to 
a machine or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. In re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. 
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Diehr, 450 U.S. 175, 184 (1981); Parker v. Hook, 437 U.S. 584, 588 n.9 (1978); 
Gottschalk v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 
(1876). 

An example of a method claim that would not qualify as a statutory process 
would be a claim that recited purely mental steps. Thus, to qualify as a statutory 
process, the claim should positively recite the particular machine to which it is tied, for 
example by identifying the apparatus that accomplishes the method steps, or positively 
recite the subject matter that is being transformed, for example by identifying the 
material that is being changed to a different state. 

The steps of this claim do not require a particular machine. Therefore, the claim 
fails the "machine" test. 

Although the claim recites "establishing a session", this does not amount to a 
physical transformation. Therefore, the claim fails the "transformation" test. 

Because the claim fails both prongs of the "machine or transformation" test, the 
claim is found to be directed towards nonstatutory subject matter. 

As per claim 10, this claim is rejected for at least the same rationale as applied to 
claim 1 above, and incorporated herein. 



Additional clarification is requested. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claim(s) 1-10 is/are rejected under 35 U.S.C. 102(b) as being anticipated by 
Krishnaswamy (5867494, hereafter "Kris"). 

As per claim 1 , Kris teaches a frame relay system (column 17 line 65 to column 
18 line 9) comprising a Web server (Figure 40) capable of establishing a session 
between a user and a conference server (Figure 110), comprising: 

(a) software (reads on a "request reception section") capable of receiving a 
connection request (Figure 11-12); 

(b) software (reads on an "authentication section") capable of authenticating the 
user (column 26 line 30-34); 

(c) software (reads on a "search section") capable of searching for data (column 
40 line 51-53); 

(d) software (reads on a "service inquiry relay section") capable of determining if 
the client may connect with the server, or if operator intervention is required to restore 
an inactive or lost connection (column 41 line 12-15); 

(e) software (reads on a "response relay section") capable of receiving the 
request and connecting the client to the server (Figure 1 1 -1 2); 
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(f) software (reads on a "confirmation relay section") capable of connecting the 
client to the server (Figure 1 1 -1 2). 

As per claim 2, Kris teaches Internet protocols capable of providing data 
communication rules (column 11 line 58-60). 

Kris also teaches software logic (reads on "rules") capable of controlling the 
connection (Figure 11-12 and throughout). 

As per claim 3, Kris teaches: 

(a) software (reads on a "disconnection request reception section") capable of 
receiving a disconnect signal from the user (Figure 1 1 ); 

(b) software (reads on a "session control section") capable of billing based on 
duration (column 20 line 35-39); 

(c) software (reads on a "time billing section") capable of billing based on 
duration (column 20 line 35-39). 

As per claim 4, Kris teaches that the system is capable of requesting billing 
functionality (column 20 line 35-39, line 50-55). 

As per claim 5, Kris teaches software capable of changing the user's call routing 
(Figure 58). 
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As per claim 6, this claim is rejected for substantially the same rationale as 
applied to claim 5 above, and incorporated herein. 

In particular, call routing is a form of "transfer request", wherein the user requests 
that the call be routed elsewhere. 

As per claim 7, Kris teaches verifying the identify of call participants and 
connecting the participants to a conference call (Figure 110). 

As per the set of claim(s): 8, 9, this set of claim is rejected for substantially the 
same rationale as applied to the rejection of the set of claim(s): 1,1, respectively, and 
incorporated herein. 

As per claim 10, this claim is rejected for substantially the same rationale as 
applied to claim 3 above, and incorporated herein. 

Kris further teaches using SIP (column 55 line 54). 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tran (Ken) N. Nguyen whose telephone number is 571- 
270-1310. The examiner can normally be reached on Monday - Friday, 9:00 am - 5:00 
pm Eastern. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, C. Luke Gilligan can be reached on 571-272-6770. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
II. H.I 

Examiner, Art Unit 3626 
03/28/2009 

/C. Luke Gilligan/ 

Supervisory Patent Examiner, Art Unit 3626 



